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Law Offices of Jeffrey J. Antonelli, Ltd., Inc.  ) 
dba Antonelli Law, Ltd., a Illinois Corporation ) Case No. D2021-2428 
       ) 
       )  
v.       ) 
       ) TorrentDefenders.com 
       ) 
The Law Offices of Steven C. Vondran, P.C.,  ) 
a California Corporation    ) 
  
     RESPONSE 
 
In accordance with the extended Response period under UDRP Rule 5(b), this Response is timely 
transmitted to the WIPO Center on Sunday, August 22, 2021, from the location of transmission, the 
Respondent's representative's time zone set forth below.  Respondent’s authorized representative in this 
proceeding is John Berryhill, Ph.d. esq.  Communications are to be sent via email to: 
 
 john@johnberryhill.com  
 and jberryhill@gmail.com 
 
to prevent loss by spam-filtering systems.  
 
Hard copy material is to be sent via fax to: 
 
 John Berryhill, Ph.d. esq. 
 204 E. Chester Pike, First Floor Suite 3 
 Ridley Park, PA  19078 
 (610) 565-5601 voice/fax 
 
 

 
I.  Introduction 
 
 This dispute involves a domain name consisting of a descriptive phrase which has been 
registered and used by the Respondent since prior to any claim of acquired distinctiveness by the 
Complainant.  The Complainant admits that the Respondent registered and began using the 
disputed domain name long prior to the Complainant's US trademark registration application 
which was expressly filed under Section 2(f) of the Lanham Act.  To the extent the Complainant 
claims that the Respondent's use of the domain name implicates the Complainant's claim of 
rights in relation to publishing a blog or providing information about legal services, then the 
Respondent's registration and use of the domain name prior to the Complainant's trademark 
registration application undermines the Complainant's 2(f) claim of substantially exclusive use 
of this two word descriptive phrase. 
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II.  Identity or Confusing Similarity  
 
 The first criterion of the Policy requires the Complainant to show that the domain name 
is identical or confusingly similar to a trade or service mark in which the Complainant owns 
rights.  To this end, the Complainant proffers US TM Reg. No. 5,720,579 for "TORRENT 
DEFENDERS" for blog posts and "providing information about legal services via a website", the 
latter of which appears mainly to be an artful evasion of the general proscription on obtaining 
rights in "advertising services" in which the subject of such advertising is one's own services. 
  
 It is plainly obvious that the Complainant's proferred US registration is well junior to the 
Respondent's registration of the domain name on August 23, 2016 (Exhibit A - DomainTools 
WHOIS history print-out).  As noted in: 
 

Verb Products Inc v. Richard Bloxham  
WIPO Case No. D2014- 1023 
https://www.wipo.int/amc/en/domains/search/text.jsp?case=D2014-1023 
 
"Whether or not Johnny-come-lately trademark owners like the Complainant may 
be able to show rights sufficient to establish the first element of a UDRP claim 
under paragraph 4(a)(i) of the policy, i.e., at the time of filing of the Complaint, the 
bad faith registration and use requirements of paragraph 4(a)(iii) of the Policy are 
generally fatal to their belated claims against prior domain name registrants." 

 
Accordingly, while the Complainant's proferred US trademark registration is sufficient for 
standing under the first criterion of the Policy, it is convenient at this point to explore what the 
Complainant's US trademark registration does, and does not, establish. 
 
 The Complainant's application for registration was filed under Section 2(f) of the 
Lanham Act.  For panelists who may be unfamiliar with US registration practice, Section 2(f) 
codified as 15 USC 1052(f), provides that descriptive terms may obtain registration on the 
following basis: 
 
  
 

“The Director [of the USPTO] may accept as prima facie evidence that the mark 
has become distinctive, as used on or in connection with the applicant's goods in 
commerce, proof of substantially exclusive and continuous use thereof as a 
mark by the applicant in commerce for the five years before the date on 
which the claim of distinctiveness is made.” 

 
To obtain registration under Section 2(f) is to admit that, prior to establishing acquired 
distinctiveness, the term at issue was merely descriptive: 
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Yamaha Int’l Corp. v. Hoshino Gakki Co. Ltd., 
840 F2d. 1572, (Fed. Cir. 1988): 
 
“Where, as here, an applicant seeks a registration based on acquired 
distinctiveness under Section 2(f), the statute accepts a lack of inherent 
distinctiveness as an established fact. When registration is sought under Section 
2(f), therefore, it is idle to continue to speak of an opposer's burden to establish 
that fact, or to say that the applicant "conceded" that fact." 
 
The Cold War Museum, Inc. v. The Cold War. Air Museum, Inc., 
586 F.3d 1352, 1356 (Fed. Cir. 2009) 
 
“Where an applicant seeks registration on the basis of Section 2(f), the mark's 
descriptiveness is a nonissue; an applicant's reliance on Section 2(f) during 
prosecution presumes that the mark is descriptive.” 
 

Due to the significance of the original admitted descriptiveness of marks registered on the basis 
of later-acquired distinctiveness, registrations issued under Section 2(f) are so-noted on the face 
thereof, as can be seen in the registration certificate shown in Complainant's Annex 4: 
 
 

 
 
 
The Complainant, in this instance, recognizing the inherent descriptiveness of the phrase in 
question, did not bother to first await a determination by the USPTO, but filed the application on 
August 1, 2018, with the following statement claiming that the mark had acquired distinctiveness 
due to claimed continuous and substantially exclusive use for the five years immediately 
preceding (and concluding upon) August 1, 2018: 

 
 
 
The Complainant's application sans exhibits is attached as Exhibit B, and shows that, since filing 
its 2(f) application 2018, the Complainant has never claimed to have acquired distinctiveness in 
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the alleged mark at any date prior to August 1, 2018 - i.e. at the conclusion of the five year 
period "immediately before the date of this statement" made as of that date. 
 
 Apart from its trademark registration certificate, the Complainant presents no other 
evidence of rights, and elsewhere in the Complaint claims: 
 

"Complainant also has priority rights in the mark TORRENT DEFENDERS®, 
having labored unremittingly to develop this brand and its good will since at least 
October 31, 2012. See, Annex 4." 

 
Bizarrely, the reference to to "Annex 4" appears to be to the alleged date of first use in the 
trademark registration application itself.  Quite obviously, the date of first use does not establish 
the date of claimed acquired distinctiveness in the alleged mark, which the Complainant admits 
to have been August 1, 2018.  Alleged dates of first use in US trademark applications do not 
establish the date of acquistion of trademark rights: 
 

Dow Jones & Company, Inc. v. Idea Studios LLC dba Envent 
WIPO Case No. D2009-1033 
 
The dates of first use and first use in commerce claimed on a trademark 
application do not establish an evidentiary presumption in favor of a trademark 
registrant. As McCarthy notes: ‘The allegation of a date of first use in a use-based 
application for registration is not evidence of a date of first use on behalf of an 
applicant or registrant.' [footnote omitted] 3 McCarthy on Trademarks and Unfair 
Competition § 20:28 (4th ed.) McCarthy also notes: ‘In inter partes proceedings, a 
trademark registration resulting from a use-based application is proof of use only 
as of its filing date, not of the date of first use alleged in the application.' [footnote 
omitted] (Id.)” 
 
The date of filing by Complainant of its service mark applications in June 2002 
establishes a presumption of rights as of that date because the registrations 
ultimately issued in 2004. The allegations of first use in October 1997 are not 
evidence of first use. 

 
Allegations of "first use" in US trademark applications are routinely rejected as evidence of such 
use in UDRP proceedings, e.g.: 
 

Super-Krete International, Inc. v. Concrete Solutions, Inc. 
Case No. D2008-1333 
https://www.wipo.int/amc/en/domains/decisions/html/2008/d2008-1333.html 
 
Complainant alleges that it holds common law rights to those marks that arose 
prior to their registration at the USPTO. Among other things, Complainant 
refers to its claimed dates of first use and first use of the trademarks in 
commerce on its applications for registration that substantially predate those 
applications. 
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[...] 
 
Complainant has submitted no evidence to support its claim of common law rights 
in the SUPER-CRETE or SUPER-KRETE trademarks that precede the dates upon 
which it filed its applications for trademark registration. In consequence, from the 
standpoint of this proceeding, its rights in the SUPER-CRETE and SUPER-
KRETE trademarks arose on September 24, 1999, the date of filing of each of its 
trademark applications (establishing constructive first use as of that date). 
(Emphasis Added) 
 

Accordingly, the Complainant has presented evidence that it owns whatever rights may inhere in 
US TM Reg. No. 5,720,579 for which the Complainant applied on the basis of a 2(f) claim of 
distinctivess as of August 1, 2018, and which issued in April 2019.  The Complainant has 
presented no evidence of of trade or service mark rights pre-dating the admission inherent in its 
2(f) registration.  The Complainant's registration's 2(f) status itself would contradict an eleventh 
hour attempt by the Complainant, in the context of what it seeks in this Proceeding, to seek 
rights it never has claimed before. 
 
III.  Legitimate Rights And Interests 
 
 The second criterion of the Policy requires the Complainant to show that the Respondent 
has no legitimate rights or interests in the domain name.  These "rights and interests" are not 
required to be trade or service mark rights, but include a range of equitable interests such as 
longstanding use for a bona fide purpose.  
 
 Among such legitimate interests is that of priority.  The Complainant's sole evidence of 
rights constitutes an admission that the alleged mark is descriptitve. The Complainant's sole 
evidence of rights claims an earliest date of distinctiveness as of August 2018.  Indeed, even if 
we accepted the Complainant's claims of continuous and substantially exclusive use since the 
alleged date of first use, the earliest date of acquired distinctiveness through five years of such 
use would be in 2017 and would still be junior to the Respondent's registration of the domain 
name in August 2016.  As noted in: 
 

Success Bank v. ZootGraphics c/o Ira Zoot 
NAF Claim Number: FA0904001259918 
http://www.adrforum.com/domaindecisions/1259918.htm 
 
Respondent’s registration of the <successbank.com> domain name on October 24, 
2003 predates Complainant’s trademark registration that was filed on August 2, 
2007.  The Panel finds that Respondent registered the disputed domain name 
before Complainant established rights in the SUCCESS BANK mark.  The 
Respondent has rights and legitimate interests in the disputed domain name 
pursuant to Policy ¶ 4(a)(ii).  See OCZ Tech. Group, Inc. v. Megazine Publ’ns, FA 
244094 (Nat. Arb. Forum Apr. 29, 2004) (“The UDRP has consistently been 
interpreted as requiring a Complainant to establish rights that predate 



 

6 

Respondent’s registration of the disputed domain name.”); see also Warm Things, 
Inc. v. Weiss, D2002-0085 (WIPO Apr. 18, 2002). 

 
In specific relation to domain names registered prior to claims of acquired distinctiveness in 
descriptive terms, panels have uniformly found that domain registrants are entitled to prior rights 
in relation to later claims of acquired distinctiveness: 

 
WGCZ S.R.O. v. Worldwide Media, Inc. 
WIPO Case No. D2014-0428 
(X-Videos.com) 
https://www.wipo.int/amc/en/domains/search/text.jsp?case=D2014-0428 
 
Regardless of whether the Complainant's trademark exclusivity under its federal 
registration started on April 1, 2007 or, more likely, some five years later on the 
date (January 17, 2013) of its 2(f) declaration/affidavit, the fact is that the 
Respondent's registration and use of the disputed domain name predate any 
trademark registration of the Complainant. While the Complainant asserts common 
law trademark rights from an earlier date, it has furnished no evidence to support 
that claim. The Respondent selected a descriptive term for use in its 
descriptive sense prior to the Complainant's trademark rights, at least as 
those rights have been demonstrated in this proceeding. 
 
 
Weeds, Inc. v. Innovation HQ, Inc. 
WIPO Case No. D2017-1517 
(weeds.com) 
https://www.wipo.int/amc/en/domains/search/text.jsp?case=D2017-1517 
 
Second, Complainant contends that it has been using the mark WEEDS at common 
law since September 28, 1966, the date of incorporation of Complainant Weeds, 
Inc. However, Complainant fails to submit persuasive evidence that the term 
“weeds” had acquired secondary meaning at the time of the registration of the 
disputed domain name. Having in mind that “weed” is a descriptive, dictionary 
word, such specific evidence is essential for a complainant invoking a common 
law mark. 
 
Brentwood Holding Group Inc. v. Raphael Nikolai Necesito 
WIPO Case No. D2018-0033 
https://www.wipo.int/amc/en/domains/search/text.jsp?case=D2018-0033 
 
The disputed domain name was registered over two years before the Complainant 
applied to register its trademark. The Complainant contends, however, that it 
began using its trademark in commerce in 1998 and therefore has accrued common 
law rights in the trademark as an unregistered trademark. To support its claim it 
has been using its trademark since 1998, the Complainant has provided a WhoIs 
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report which shows that its domain name, <nudelive.com>, was created on April 
20, 1998. 
 
By itself, this evidence falls well short of what is required to demonstrate common 
law reputation and remedies, particularly bearing in mind that the trademark 
appears to be essentially descriptive of the service being provided from the 
Complainant's website. For example, section 1.3 of WIPO Overview 3.0 states (in 
part): 
 

"Relevant evidence demonstrating such acquired distinctiveness (also 
referred to as secondary meaning) includes a range of factors such as (i) the 
duration and nature of use of the mark, (ii) the amount of sales under the 
mark, (iii) the nature and extent of advertising using the mark, (iv) the 
degree of actual public (e.g., consumer, industry, media) recognition, and 
(v) consumer surveys." 

 
and particularly relevantly: 
 

"Specific evidence supporting assertions of acquired distinctiveness should 
be included in the complaint; conclusory allegations of unregistered or 
common law rights, even if undisputed in the particular UDRP case, would 
not normally suffice to show secondary meaning. In cases involving 
unregistered or common law marks that are comprised solely of descriptive 
terms which are not inherently distinctive, there is a greater onus on the 
complainant to present evidence of acquired distinctiveness/secondary 
meaning." 

 
Accordingly, the Respondent's registration and use of the domain name prior to any established 
trade or service mark of the Complainant confers a legitimate right of priority in continued use 
of the domain name by the Respondent. 
 
 The Respondent is an intellectual property attorney who is a leading practitioner in the 
field of copyright claims precipitated by the Bittorrent, or simply "torrent", peer-to-peer file 
sharing protocol.  Torrent file distribution has led to a fair share of copyright infringement 
claims, along with copyright trolling, which are pursued by copyright plaintiffs on an industrial 
scale.  Consequently, over the last decade, various IP practitioners have carved out practice 
niches in the field of torrent defense, to represent persons who are on the receiving end of 
subpoenas directed to internet service providers or are identified as defendants in what are 
sometimes not-well-constructed claims of infringement.  Indeed, this niche area is comparable to 
that of UDRP defense, which has attracted determined advocates to reign in abuse.  Variations 
on the terms "torrent" and "defense" and their cognates are widespread in the field, as shown in 
the handful of examples in Exhibit B, including: 
 

Torrentdefense.com - Operated by Attorney Leonard French, who defends torrent 
cases. 
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Torrentlawyer.com - Operated by the Cashman Law Firm, which defends torrent 
cases. 
 
Bittorrent Download Lawyer, Erin Russell Firm of Chicago  
 
An article entitled, "Why and When Should You Hire a Torrent Defense Lawyer?" 
at <http://www.theglobaldispatch.com/why-and-when-should-you-hire-a-torrent-
defense-lawyer/> 
 
"Bit Torrent Defense" provided by Attorney Brad Patrick 
 
A blog by Attorney Marc Randazza noting, " One of the things I like to do pro bono 
is defend bit torrent defendants." <https://randazza.com/2012/07/17/a-pair-of-bit-
torrent-defendants-remind-me-of-why-we-do-pro-bono/> 
 
Bittorrent defense services provided by Attorney Jonahtan Phillips at 
<https://www.jlaplaw.com/bittorrent-suits> 
 
The firm of  Lewis & Lin "subpoena and BitTorrent attorneys defend individuals 
and companies"  <https://ilawco.com/practices/subpoena-bittorrent> 
 
An article entitled "BitTorrent Defense Lawyer Joins Copyright Trolls" at Torrent 
Freak <https://torrentfreak.com/bittorrent-defense-lawyer-joins-copyright-trolls-
111126/> 

 
The Respondent believes these examples are sufficient to establish the common use of "torrent", 
which indeed was disclaimed from Complainant's application as an ordinary shorthand for 
Bittorrent, and variations of "defense" in relation to legal services, such that a "torrrent defender" 
would be understood to be a lawyer which defends torrent cases.  It is, of course, for this reason 
that the Complainant deliberately chose not to seek registration for this descriptive phrase for 
what is his actual bread-and-butter - i.e. legal services.  Seeking registration for legal services 
would, of course, have given away the game here, since a lawyer who defends torrent clients is 
none other than a "torrent defender".   
 
 So, instead, the Complainant sought registration for "Online journals" and "providing 
information about legal services" instead of what the Complainant actually does for a living, 
since that would have invited scrutiny by the USPTO of just what a "torrent defender" may be.  
But, in the Complaint, the Complainant is much more candid, stating: 
 

"Complainant’s torrent-defenders.com website funnels visitors from search 
engine results (SERPs) to Antonelli Law for more details. This funnel and the 
link to Antonelli Law is part of Antonelli Law’s SEO strategy." 

 
So, to be more direct, having obtained trademark registration of "Torrent Defenders" for a blog 
and "information" which is merely used by the Complainant as a "funnel" to direct internet 
traffic to its law firm website for the purpose of selling torrent defense legal services, the 
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Complainant does not bother to even pretend that competition in the area of an "Online journal" 
or "providing legal information" is the point of concern, further admitting in the Complaint: 
 

"Respondent’s use of such a similar domain name could easily cause confusion 
should a visitor try to track down a specific article or information, funneling that 
visitor to a different attorney." 

 
Hence, it is the provision of legal services (in a different jurisdiction than that in which the 
Complainant is licensed) which seems to be the actual concern of the Complainant, but it is not a 
valid concern to pursue on the basis of a junior trademark registration which, by design, avoided 
mention of legal services for the simple reason that attorneys who provide torrent defense 
services are aptly referred to as "torrent defenders". 
 
 The Respondent regularly registers and uses domain names pertaining to the 
Respondent's present and prospective fields of practice and forwards them to his website.  There 
is no principle of the Policy that each individual domain name correspond to its own site.  
Indeed, the Complainant here admits that it uses the domain name torrent-defenders.com and the 
corresponding site merely to "funnel" visitors to the actual business of torrent defense, instead of 
the fig leaf "commerce" used simply to obtain the trademark registration in question.  For 
example, the Respondent's registered domain names and dates of registration thereof include: 
 

fairusedefense.com  2015-09-25 
copyrightdefenses.com 2016-06-03 
softwarepiracydefense.com 2016-12-07 
moviedefense.com  2017-06-22 
piracydefenselawyer.com 2017-11-08 
fairdealingdefense.com  2018-08-06 
bittorrentlawyer.com 2018-10-03 
torrentcollege.com 2017-09-20 

 
Accordingly, it can be seen that registration of the disputed domain name was consistent with the 
Respondent's pattern of occasionally registering domain names relevant to his field of practice, 
and arranging them to forward to the Respondent's website.  The use of multiple keyword-rich 
domain names as forwarding URL's improves search engine ranking in relation to such 
keywords, and is a common technical practice and legitimate use of domain names.   Until 
receiving the Complaint in this Proceeding, the Respondent would not have believed that, years 
after his registration of the disputed domain name, that another lawyer in the field would seek, 
much less obtain, trademark regsitration for such a descriptive term.  Indeed, the Respondent's 
own registration and use of the domain name undermines the Complainant's false claim of 
"exclusive use" used to procure the registration.  Be that as it may, the Respondent's registration 
of the domain name and use of multiple descriptive domain names to drive internet traffic is not 
an illegitimate practice, as noted in: 
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Tax Analysts v. eCorp 
WIPO Case No. D2007-0040 
https://www.wipo.int/amc/en/domains/decisions/html/2007/d2007-0040.html 
 
The Domain Name consists of two common, correctly spelled English words. The 
Complainant’s TAXANALYSTS mark is neither arbitrary nor highly distinctive. 
The otherwise distinctively omitted space between the two words in the mark is 
unexceptional in the context of a domain name, since the technical standards of the 
domain name system do not permit the use of spaces. Examples of the 
Respondent’s other websites, provided by the Complainant as well as the 
Respondent, do not obviously employ third-party trademarks or misspelled 
variations of distinctive trademarks as domain names. 
 
[…] 
 
Unless there is persuasive evidence that the Domain Name was selected 
opportunistically to create confusion and exploit the Complainant’s mark, the 
Panel would conclude that the Respondent has a legitimate interest in using the 
Domain Name, comprised as it is of descriptive English words, for advertising 
or other commercial purposes. Thus, the determination of legitimacy in this case is 
intertwined with the question of bad faith, which is better addressed below in 
connection with the third element of the Policy. 

 
The Complainant's claim that the domain name, registered years before any claim of acquired 
distinctiveness in the alleged mark, "could easily cause confusion" does not appear to tethered to 
any recognizable standard of infringement, even if the Policy was a forum for trademark 
infringement claims.  But the Respondent had no reason to believe these two words were 
anything other than a descriptive term at the time the domain name was registered - a fact 
implicitly admitted by the Complainant filing with a claim under Section 2(f) years after the fact.  
Confusion, in the continued senior use of descriptive words, is not actionable under traditional 
trademark analysis: 
 

"The common law’s tolerance of a certain degree of confusion  on the part of 
consumers followed from the very fact that in cases like this one an originally 
descriptive term was selected to be used as a mark, not to mention the undesirability 
of allowing anyone to obtain a complete  monopoly on use of a  descriptive  term 
simply by grabbing it first.  The Lanham Act adopts a similar  leniency, there being 
no indication that the statute was meant to deprive commercial speakers of the 
ordinary utility of descriptive words. “If any confusion results, that is a risk the 
plaintiff accepted when it decided to identify  its product with a mark that uses a well 
known descriptive phrase.”"  KP Permanent  Make-Up,  Inc.  v.  Lasting  Impression  
I,  Inc., 543  U.S.  111,  122 (2004) (quoting Cosmetically Sealed Indus., Inc. v. 
Chesebrough-Pond’s  USA  Co.,  125  F.3d  28,  30  (2d Cir.  1997)) 

 
Accordingly, the Complainant has provided no basis on which to conclude that the Respondent, a 
torrent defense lawyer, acquired the domain name for any other purpose than the value of the 
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descriptive phrase it embodies, or that Respondent's continued use of the domain name is by any 
means illegitimate in relation to the Complainant’s junior claim of trademark rights. 
 
IV.  Bad Faith 
 
 The final element required to be proven by the Complainant is whether the Respondent 
has registered and used the domain name in bad faith.  The bad faith element is one of specific 
intent, as all of the Policy exemplars relate to a conscious predatory action of some kind 
premised on the Complainant's mark.   
 
 Quite obviously, bad faith registration requires the existence of a trade or service mark 
against which to exercise abusive registration.  As noted in: 
 

Daniel Biro / RealtyPRO Network, Inc. v. Ben Kueh / Computerese 
NAF Claim Number: FA2101001929289 
https://www.adrforum.com/domaindecisions/1929289.htm 
 
Finally, cybersquatting presupposes knowledge of the mark and an intention to 
take advantage of it, neither of these can be inferred if the mark postdates the 
registration of the domain name. Cybersquatting by clairvoyance of a future right 
to prove retroactive bad faith has long been rejected as an actionable claim. See 
WIPO Overview, 3.8.1: “where a respondent registers a domain name before the 
complainant’s trademark rights accrue, panels will not normally find bad faith on 
the part of the respondent.”  

 
At the time the Respondent registered the domain name, the Complainant's trademark 
registration (and even the Complainant's application for registration) did not exist and would not 
exist for years hence.  The Complainant has not identified a single fact of which the Respondent 
knew or should have known at the time, which would have suggested that anyone owned rights 
in the descriptive phrase "torrent defenders" for torrent defense legal services.  Indeed, one of the 
oddities of this Proceeding is that the Respondent had registered the more-preferred non-
hyphenated version of this phrase, and thus would not have bothered to look to see if the less-
preferred hyphenated version had been registered.  The relative desirability of non-hyphenated 
names is a probable subtext to this proceeding, and a recent revelation to the Complainant, given 
the fact that the Respondent has been using the domain name for five years without prior 
objection by the Complainant. 
 
 On the record of this Proceeding, there is simply no factual or legal basis upon which one 
may conclude the domain name has been registered and used in bad faith.  This is a Proceeding 
in which the considerations above under "legitimate interest" apply equally to the considerations 
of "bad faith" under the Policy.  The Respondent had every right to register the domain name in 
2016, and has every right to continue to use the domain name in the manner in which the 
Respondent has used the domain name since that time, and consistent with the Respondent's 
established pattern of registering descriptive domain names relating to areas in which the 
Respondent practices. 
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 The Complainant appears to be aware of the fundamental defect of its UDRP filing, 
through its circular reference to the Complainant's trademark application as somehow indicated 
(via the allegation of first use) that the Complainant had claimed rights earlier than the claimed 
date of acquired distinctiveness therein.  As noted in: 
 

Prime Pictures LLC v. DigiMedia.com L.P. 
WIPO Case No. D2010-1877 
http://www.wipo.int/amc/en/domains/search/text.jsp?case=D2010-1877 
 
In the present case, the Complaint correctly identified that the Domain Name was 
registered in 1998. Given that the earliest date of any registration or use of the mark 
relied upon in the Complaint was in 2005, the registration of the Domain Name 
could not have been in bad faith on any interpretation of the facts and cases cited in 
the Complaint. 
 
The Complainant is represented in this proceeding by legal counsel who has 
evidently examined the UDRP and a number of cases decided under it, which are 
cited in the Complaint. Any reasonable investigation would have revealed that 
there was a fundamental weakness in the Complainant’s case, in that there was 
no basis in the Complaint and cases cited therein for alleging that the Domain 
Name was registered in bad faith. (See by contrast, the observations of the three-
member panel in Burn World-Wide, Ltd. d/b/a BGT Partners v. Banta Global 
Turnkey Ltd, WIPO Case No. D2010-0470. 
 
[...] 
 
In the light of these observations, the Panel considers it unlikely that this deficiency 
was overlooked by the Complainant’s counsel and more probable that it was 
deliberately ignored in framing the Complaint. In all the circumstances, the Panel 
finds that the Complaint was brought in bad faith, in an attempt at Reverse Domain 
Name Hijacking. 

 
The Complainant knows full well that the domain name at issue was registered in 2016, less than 
five years after what the Complainant points to as the allegation of first use in a mark which the 
Complainant admits would require at least five years of use to become distinctive.  The 
Complainant should know that merely pointing to an allegation of first use in a US trademark 
registration does not establish a date on which any rights had accrued.  This is especially so 
where the application is itself filed under a Section 2(f) claim of rights acquired through five 
years of use prior to the date of the Section 2(f) claim.   
 
 The Complainant knows full well that neither its trademark registration, nor the allegation 
of first use therein, establishes a trade or service mark senior to the disputed domain name,   
However, the Complaint does not even attempt to do address that obvious defect, and does not 
even attempt to explain away the obvious consequences of its 2(f) claim of acquired 
distinctiveness as of August 2018 in the only evidence of rights proferred in the Complaint. 
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Accordingly, the Respondent submits that the Complainant has failed to demonstrate bad faith 
registration and use and believes it is likely on the record here that the Complainant was aware 
that it would not be able to do so when the Complaint was filed. 
  
 
V.  Related Proceedings 
  
 None.   
 
VI.   Panel 
 
 The Respondent has submitted payment for a three-member panel, and hereby nominates: 
 
1.  Mr. Richard Lyon 
 
2.  Mr. David Bernstein 
 
3.  Mr. Gerald Levine (accredited by and contact information available via ADRForum.com) 
  
VII.  Certification 
 
The Respondent agrees that, except in respect of deliberate wrongdoing, an Administrative 
Panel, and the Forum shall not be liable for any act or omission in connection with the 
administrative proceeding.  The Respondent certifies that the information contained in this 
Response is to the best of the Respondent's knowledge complete and accurate, that this Response 
is not being presented for any improper purpose, such as to harass, and that the assertions in this 
Response are warranted under the Rules and under applicable law, as it now exists or as it may 
be extended by a good-faith and reasonable argument.  
 
Respectfully submitted, 
 
____/John Berryhill/___ 
John Berryhill, Ph.d. Esq.           August 21, 2021 
 
LIST OF EXHIBITS 

A - WHOIS history 

B- Complainant's 2(f) Trademark Registration Application 

C - Torrent Defense Generally 


